I N THE UNI TED STATES DI STRI CT COURT
FOR THE EASTERN DI STRI CT OF PENNSYLVAN A

PENDA CORP. , : ClVIL ACTI ON
Plaintiff :
V.
STK, LLC, NO. 03-5578
Def endant : NO. 03-6240

MVEMORANDUM AND ORDER

McLaughlin, J. Septenber 7, 2004

The plaintiff in these consolidated patent infringenment
cases, Penda Corporation (“Penda”), brings suit against STK,
L.L.C (“STK’) in civil action No. 03-5578, and against Rick’'s
Auto Repair (“Rick’s”) and CAR-MC Enterprises, Inc. (“CARMC"),
in civil action No. 03-6240. STK filed a notion to transfer
pursuant to 28 U.S.C. 8§ 1404(a), in which CAR- M C has j oi ned.

For the reasons set forth below, the Court will grant the notion
and transfer the consolidated cases to the United States District
Court for the Western District of Pennsylvania (“Wstern

District”).

Procedural History

The plaintiff Penda filed civil action No. 03-5578
("Penda 1") on COctober 6, 2003, alleging patent infringenent,

unfair conpetition, and fal se designation of origin under the
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Lanham Act. Penda cl ai ned that STK manufactured, sold or offered
for sale, pickup truck bedliners that infringed two of Penda’s
patents. On October 27, 2003, the defendant STK answered,
counterclainmed, and filed a notion to transfer the action to the
Western District pursuant to 28 U S.C. § 1404(a). STK argued
that it did no business in the Eastern District of Pennsylvania
and never sold the allegedly infringing product there.

The plaintiff filed its opposition to the notion to
transfer on Novenmber 7, 2003. The plaintiff argued that STK in
fact sells the infringing product in the Eastern District through
its largest distributor, Arnor Deck, who sells the infringing
product directly to nunerous retailers including Rick's and
Stylecraft Auto Seat Covers ("Stylecraft") in Philadel phia. On
Novenber 14, 2003, Penda sent a letter to the Court stating that
it had filed a separate action against Stylecraft and Rick's.
The case against the retailers was docketed as civil action No.
03-6240 ("Penda 11").

The Court held a Rule 16 conference by tel ephone with
counsel for the parties on Novenmber 24, 2003. In its pre-
conference subm ssion, Penda indicated that Penda | and Penda |
shoul d be consolidated. STK opposed consolidation, presenting
affidavits that neither Rick’s nor Stylecraft sold the allegedly

i nfringing product.



On Decenber 3, 2003, the Court entered a nenorandum and
order putting Penda | into suspense until the earlier of 60 days
or the date when the retail er defendants responded to the
conplaint in Penda Il. The Court stated that it would have
granted the notion to transfer absent the existence of Penda ||
that it my yet do so even if the two cases were consol i dat ed;
but that it was reluctant to rule on the transfer notion until it
knew t hat Penda would go forward with Penda Il despite the
evi dence provided to Penda by STK

On January 5, 2004, the plaintiff filed an anended
conplaint in Penda Il adding CAR-M C, keeping R ck's, but
dropping Stylecraft as a defendant. CAR-MC, an auto-parts
retailer located in the Eastern District, filed an answer in
Penda Il on January 28, 2004. On February 2, 2004, Penda noved
to consolidate the cases. After holding an on the record status
conference wth counsel for Penda, STK, and CAR-M C, the Court
granted the notion to consolidate on March 3, 2004. The Court
granted the parties leave to file supplenmental briefing on the
transfer notion now that the cases had been consolidated. The

parties tinely filed their respective supplenental briefs. CAR



MC joined with STK in the notion. The Court heard oral argunent

on the notion to transfer April 28, 2004.!

1. Di scussi on

The defendants, STK and CAR-M C, argue that the Western
District is the nost conveni ent venue for the parties and
witnesses.? According to an affidavit submtted by an officer of
STK, STK i s headquartered, does substantially all of its business
— i ncludi ng manufacturing, shipping, engineering and product
devel opnent — and maintains all of its conpany records in the
Western District. The majority of its 25 enpl oyees, including
two of its managing officers who are expected to be w tnesses,
[ive in the Western District. STK does no business and mai nt ai ns
no office space or manufacturing facility within the Eastern
District. STK sells bedliners to independent distributors, al
of whom are | ocated outside of the Eastern District.

Penda is a Florida corporation whose principle place of

business is in Portage, Wsconsin. Penda products are sold

! STK and CAR-M C had also filed three notions for
sanctions for violations of Rule 11 and Rule 4.2 of the
Pennsyl vani a Rul es of Professional Conduct. Argunent on these
notions were al so heard at the April 28, 2004, hearing. The
Court ruled on the sanctions notions in a Menorandum and O der
dated July 27, 2004.

2 The remai ning defendant, Rick’s, did not join in the
motion. Rick’s, however, has never been served with a sunmpns
and/or conplaint in this matter.



within the Eastern District, but it is not clear what other

presence Penda has within the Eastern District.

I11. Analysis

28 U.S.C. §8 1404(a) states:

For the convenience of parties and witnesses, in the

interest of justice, a district court may transfer a

civil action to any other district where it m ght have

been brought.

The party requesting the transfer has the burden of

establishing that transfer is warranted. The Court nust consider
private and public interests to determne in which forumthe

interests of justice and conveni ence woul d be best served.?

Jumara v. State Farmlins. Co., 55 F.3d 873, 879 (3d Cir. 1995).

Private factors include: (1) the plaintiff’s choice of
venue; (2) the defendants’ preference; (3) where the claimarose;
(4) the relative physical and financial condition of the parties;
(5) the extent to which witnesses may be unavailable for trial in
one of the forunms; and (6) the extent to which books and records

woul d not be produced in one of the forums. |[d.

3 There is no dispute that this action could have been
brought in the Western District as it is the district in which
t he defendant, STK, resides. See 28 U S.C. § 1400(b) (venue
proper where defendant resides in patent cases); 28 U. S.C. 8§
1391(c) (defining residency of a corporation as a judici al
district in which it is subject to personal jurisdiction).
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Public factors include: (1) enforceability of a
judgnent; (2) practical considerations that could nmake the trial
easy, expeditious, or inexpensive; (3) the relative
admnistrative difficulty resulting fromcourt congestion; (4)
the local interest in deciding the controversy; and (5) the
public policies of the foruns; and (6) the famliarity of the
trial judge with the applicable state law in diversity cases.
Id.

The first private factor does not weigh heavily in
favor of the plaintiff. Generally, a plaintiff’s choice of forum
shoul d not be disturbed lightly. [d. It is entitled to |ess
wei ght, however, in cases where, as here, the plaintiff is a

foreign corporation. See Lanbton Mg. Ltd. v. Young, No. 91-

3499, 1992 U. S. Dist. LEXIS 253, *6 (E.D. Pa. Jan. 10, 1992)
(“Where one of the parties is foreign, the citizen party’s
district is favored over the foreign plaintiff’s choice of

forum”); 17 Janmes Wn Moore, et al., More's Federal Practice, 8

111. 13[ 1] [c][ii] (3d ed. 2000).

Private factor two strongly favors transfer. The only
def endants who have appeared in this case strongly prefer venue
in the Western District. Private factor three, where the claim
arose, favors transfer as well. The only act of infringenent
all eged to have occurred in the Eastern District is the sale, by

CAR-M C, of the infringing product. STK both offers for sale and



manuf actures the product in the Western District. Thus, nore of
the alleged infringing activities occurred in the Western
District than in the Eastern District, favoring transfer. See

St. Gobain Calmar v. Nat’'l Prods. Corp., 230 F.Supp. 2d 655 (E. D

Pa. 2002). Indeed, in cases where a manufacturer and a retailer
are sued for infringenent, courts have held the clai ns agai nst
the retailer are peripheral to the claimagainst the infringing
manufacturer in the sense that the liability of the retailer is
dependent upon there being liability against the manufacturer.
These courts have not allowed the presence of a retailer residing
within the transferor district to defeat a notion to transfer.

See Anbrose v. Steelcase, Inc., 2002 U S. Dist. LEXIS 12, *19-*22

(N.D. 1ll. 2002); LG Electronics Inc. v. First Internat’]

Conputer, Inc., 138 F. Supp. 2d 574, 585 (D.N.J. 2001); &old v.

The Burton Corp., 949 F. Supp. 208, 210 (S.D.N. Y. 1996).

The fourth private factor favors transfer as well.
There is nothing that indicates that Penda, whose cl osest
corporate residence is Mchigan, would suffer any nore financi al
or admnistrative hardship by litigating this case in the Wstern
District than it would in the Eastern District. STK, on the
other hand, will suffer a greater disruption to its business
operations and added costs for travel and | odgi ng absent
transfer, because its principal nanagers are expected to be

w tnesses and wll not be within commuting di stance of their



homes and busi ness. Al though CAR-M C s correspondi ng
difficulties and costs m ght be greater if transfer is granted,
nothing in the record indicates how many CAR-M C enpl oyees, if
any, will be called as witnesses. |In any event, CAR-M C has
joined in the notion to transfer.

Private factor five mlitates against transfer, but
only to a small degree. Penda has indicated a desire to use
third-party witnesses from Arnor Deck, STK s distributor in New
Jersey. These witnesses are assuned to be outside the subpoena
power of the Western District, but within the subpoena power of
the Eastern District. Arnmor Deck witnesses will in all
I'i kel i hood be used for the peripheral clains against the
retailers. Additionally, STK represents to the Court that Arnor
Deck would be willing to testify in this action. This factor,

t herefore, weighs against transfer only slightly.

Private factor six is neutral. Although STK s records
are located in the Western District, there is no apparent reason
why such records cannot be produced in the Eastern District. See
Jumara, 55 F.3d at 879 (concluding that whether the records can
be produced in the forumis the principal issue for factor six).

The relevant public factors are at nost neutral with
respect to transfer. The fact that the two fora are within the

sane state obscures the public-factor test sonmewhat. See Junara,

55 F. 3d at 882-83. STK wi Il | be spared sone expense if the case



is transferred, but there is nothing else in the record

i ndi cating whether it would be nore or |ess econom cal to have
the case in one or the other forum There is little likelihood
of an enforcenent problem there does not appear to be a distinct
public interest in resolving the conflict in either forum nor is
there a identifiable difference in policy preferences between the
fora. See id. The relative famliarity of the trial judge with
any applicable state lawis not a factor here.

Penda clains that public factor three, admnistrative
difficulty due to relative court congestion, disfavors transfer.
Penda argues that it will have its rights adjudicated nuch faster
in the Eastern District than in the Western District, citing a
15-nmonth difference in the nedian tinme fromfiling to trial.

Al t hough the rel ative congestion of court dockets may be
evaluated in a notion to transfer, it generally is not a factor

worthy of great weight. See Gen. Refractories Co. V. Washington

MIls Electro Mnerals Corp., No. 94-6332, 1995 U.S. Dist. LEXIS

8351, *15 (E.D. Pa. June 16, 1995)(disregarding a 22-nonth

difference in nean tine to trial); Branter v. Black & Decker MJg.

Co., 1992 W 365489, *11-*12 (E.D. Pa. Nov. 25, 1992) (finding a

12-nonth difference in nean tinme to trial insufficient to defeat

transfer); Bogosian v. GQulf QI Corp., 337 F. Supp. 1230, 1233
(E.D. Pa. 1972) (stating that relative court congestion is not to

be afforded much weight). The difference in the relative



congestion between the Eastern and Western districts does not
outwei gh the other factors’ overall tilt in favor of transfer.?
The Court will grant the notion to transfer.

An appropriate Order foll ows.

4 Penda al so clains that judges in the Eastern District
are far nore likely to be famliar with the issues surroundi ng
patent cases. There is no basis for this claim Penda cites
statistics showing that over half the cases in the Eastern
District in 2003 were intellectual property cases as conpared to
only ten percent in the Western District. Penda, however, seens
to have m stakenly used the nunber for tort cases instead of
intellectual property cases in nmaking this claim O the 11, 261
civil cases filed in the Eastern District in 2003, only 190, or
| ess than 1.7 per cent, were intellectual property cases.
Slightly nore than 1.7 per cent of the 2,843 civil cases filed in
the Western District in 2003 were intellectual property cases.
See ADM NI STRATI VE OFFI CE, FEDERAL COURT MANAGEMENT STATI STICS 2003, DiSTRICT
CourTs avai l able at http://jnet.ao.dcn/Statistics/

Federal Court_ Managenent Stati stics/cnsd2003. htni .
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I N THE UNI TED STATES DI STRI CT COURT
FOR THE EASTERN DI STRI CT OF PENNSYLVAN A

PENDA CORP. , : ClVIL ACTI ON
Plaintiff :
V.
STK, LLC, E No. 03-5578
Def endant : NO. 03-6240
ORDER

AND NOW this 7th day of Septenber, 2004, upon
consideration of the Mdtion to Transfer of the defendant STK
L.L.C in civil action No. 03-5578 (Docket No. 5), in which the
def endant CAR-M C Enterprises, Inc. in civil action No. 03-6240
joins, the responses and replies thereto, supplenental briefings
t hereon, and follow ng oral argunent held on April 28, 2004, IT
| S HEREBY ORDERED that said notion is granted for the reasons
given in a nmenorandum of today’s date. The consolidated cases,
No. 03-5578 and No. 03-6240, shall be transferred to the United

States District Court for the Western District of Pennsyl vani a.

BY THE COURT:

MARY A. McLAUGHLI N, J.



